
PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Application No.: 


\ 09/755,330 


Filing Date: 


1/5/01 


Applicant: 


Weaver et al. 


Group Art Unit: 


2837 


Examiner: 


Marlon T. Fletcher 


Title: 


BRUSHLESS DC MOTOR 


Attorney Docket: 


0275D-000289 



Commissioner of Patents and Trademarks 
Washington, D.C. 20231 




/3 



rn 

C3 



r 



c 

CP 



RESPONSE TO RESTRICTION REQUIREMENT 



Sir: 



In response to the Office Action mailed October 1, 2002, applicants respond as 



follows: 



Applicants elect with traverse the claims of Group 1, claims 1 - 13 and 40 - 49. 
Applicants respectfully submit that the restriction requirement is improper for the 



following reasons. 



As to the claims of Groups 1 and II, the Examiner takes the position that they are 
related as a combination and subcombination and are distinct because the combination 
as claimed does not require the particulars of the subcombination as claimed for 
patentability. That is, "the combination as claimed does not require the particulars of 



the subcombination as claimed because Power tool is [sic] combination containing the 
subcombination of the dc brushless motor. The subcombination has separate utility 
such as a motor for providing power." 

MPEP § 806.05(c) sets forth the criteria for determining when combination and 
subcombinations are distinct. Two-way distinctiveness is required. That is, the 
inventions are distinct if a combination as claimed: 

(A) does not require the particulars of the subcombination as 
claimed for patentability (to show novelty and 
unobviousness), and 

(B) the subcombination can be shown to have utility either by 
itself or in other and different relations. 

Comparing claim 1, the first subcombination claim, to claim 14, the first 
combination claim, applicants submit that the Examiner has failed to show that criteria 
(A) is met. The power tool combination recited in claim 14 includes the limitations 
recited in claim 1. Restriction is thus improper. Moreover, since claim 14 includes the 
limitations of claim 1, the search for claim 14 would involve the same 
classes/subclasses as the search for claim 1 . 

With regard to the claims of Groups I and III, the Examiner takes the position that 
they are related as a process of making and product made. MPEP § 806.05(f) sets 
forth the criteria for determining when a process of making and product made by the 
process are distinct inventions. A process of making and a product made are distinct 
inventions if either or both of the following can be shown: (A) that the process as 
claimed is not an obvious process of making the product and the process as claimed 
can be used to make other and different products; or (B) that the product as claimed 
can be made by another and materially different process." (Emphasis in original) The 
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Examiner takes the position that "[i]n the instant case the process to make the product 
or motor can be made by another in a materially different process." Applicants assume 
the Examiner meant to say that the motor claimed in claim 1 can be made by another 
and materially different process than that claimed in the claims of Group III. 

Putting aside the merits of the Examiner's position, applicants submit that 
economy is served by not restricting the claims of Group III from the claims of Group I. 
Comparing claim 1 to claim 24, the first claims of each group, by way of example, 
applicants submit that the search for claim 24 will involve the same classes as the 
search for claim 1 . 

In conclusion, applicants respectfully request that the restriction requirement be 
withdrawn for the reasons discussed. 



Respectfully submitted 




Bv: F^/yL^ l{{ 



Roland A. Fuller III 
Reg. No. 31,160 



Harness, Dickey & Pierce, P.L.C. 
P.O. Box 828 

Bloomfield Hills, Michigan 48303 
(248) 641-1600 
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